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Double Patenting 

1 . A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

2. Claims 16-18 are rejected under 35 U.S.C. 101 as claiming the same invention as that of 
claim 1-3 of prior U.S. Patent No. 617563 1 . This is a double patenting rejection. 

Regarding claim 16, U. S. Patent No. 6175631 (herein, USPN631), claim 1 discloses 
filtering the mono input signal using a band pass filter, which reads on filtering the mono input 
signal using a band pass filter; filtering the mono input signal using a high pass filter, which 
reads on filtering the mono input signal using a high pass filter; filtering the mono input signal 
using a low pass filter, which reads on filtering the mono input signal using a low pass filter; 
decorrelating the low pass filter output signal and the high pass filter output signal, which reads 
on a decorrelating the low pass filter output signal and the high pass filter output signal; and 
combining each of the decorrelated signals with the band pass filter output signal, which reads on 
combining each of the decorrelated signals with the band pass filter output signal. 

Regarding claim 17, USPN631, claim 2 discloses, the low pass filter output signal and 
high pass signal output signal are combined before the low pass filter output signal and high pass 
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filter output signal are decorrelated, which reads on the low pass filter output signal and high 
pass signal output signal are combined before the low pass filter output signal and high pass filter 
output signal are decorrelated. 

Regarding claim 18, USPN631, claim 3 discloses wherein the vocal range of frequencies 
extends from approximately 300 Hz to approximately 3 kHz, which reads on wherein the vocal 
range of frequencies extends from approximately 300 Hz to approximately 3 kHz. 



3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

4. Claims 1-4, 7-15, and 19-22 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 4-8 of U.S. Patent No. 
617563 1 . Although the conflicting claims are not identical, they are not patentably distinct from 
each other because each is drawn to filtering and decorrelating rear surround signal. 

Regarding claim 1, U. S. Patent No. 6175631 (herein, USPN631), claim 4 discloses phase 
shifting the left rear surround input and a right rear surround input signal by a 1 st and 2 nd phase 
shift, respectively and transforming the phase shifted left and right rear surround sound input, 



respectively using an HRTF to render the left and right surround input signal at respectively left 
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rear and right rear virtual speaker locations, which reads on phase shifting and transforming for 
the left and right rear surround input signal, respectively, therein as claimed. 

Regarding claim 2, USPN631, claim 4 discloses determining the extent that the left rear 
surround input signal and the right rear surround input signal are the same, which reads on the 
left rear surround input signal and the right rear surround input signal are substantially the same 
signal 

Regarding claim 3, USPN63 1, claim 4 discloses wherein the phase shifting of left and 
right rear surround input signal is accomplished by the passing the left and right rear surround 
input signal, respectively, through a 1 st and 2 nd allpass filter, which reads on the claimed 
limitation. 

Regarding claim 4, USPN631, claim 4 discloses the 1 st allpass filter implemented using a 
1 st delay line and a 1 st feedback loop and the 2 nd allpass filter implemented using a 2 nd delay line 
and a 2 nd feedback loop, which reads on the 1 st allpass filter and the 2 nd allpass filter are each 
implemented using a delay line and a feedback loop. 

Regarding claim 7, USPN631, claim 4 discloses determining the extent that the left rear 
surround input signal and the right rear surround input signal are the same, which reads on the 
2 nd phase shift is complementary to the 1 st phase shift. 

Regarding claim 8, USPN631, claim 4 discloses determining the extent that the left rear 
surround input signal and the right rear surround input signal are the same and adjusting the 
magnitude of the 1 st and 2 nd phase shift according to the extent that the left and right rear 
surround input signal are the same, which reads on determining the extent that the left rear 
surround input signal and the right rear surround input signal are the same and adjusting the 
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magnitude of the 1 st and 2 nd phase shift according to the extent that the left and right rear 
surround input signal are the same. 

Regarding claim 9, USPN631, claim 4 discloses the phase shifting of left and right rear 
surround input signal is accomplished by the passing the left and right rear surround input signal, 
respectively, through a 1 st and 2 nd allpass filter, and the 1 st allpass filter implemented using a 1 st 
delay line and a 1 st feedback loop and the 2 nd allpass filter implemented using a 2 nd delay line and 
a 2 nd feedback loop, with respective each feedback loop having a 1 st and 2 nd gain, adjusting the 
magnitude of the 1 st and 2 nd phase shift by adjusting the gain, which reads on the claimed 
limitations. 

Regarding claim 10, USPN631, claim 5 discloses phase shifting the 1 st and 2 nd input 
signal by a 1 st and 2 nd phase shift, respectively; and the 1 st and 2 nd signal are decorrelated in a 
manner that does not distort either the 1 st or 2 nd input signal, therein, which reads on the claimed 
limitations. 

Regarding claim 11, USPN631, claim 5 discloses phase shifting of the 1 st and 2 nd input 
signal is accomplished by the passing respectively, through a 1 st and 2 nd allpass filter, which 
reads on the claimed limitation. 

Regarding claim 12, USPN631, claim 5 discloses the 1 st allpass filter implemented using 
a 1 st delay line and a 1 st feedback loop and the 2 nd allpass filter implemented using a 2 nd delay 
line and a 2 nd feedback loop, each with a feedback loop, which reads on the 1 st allpass filter and 
the 2 nd allpass filter are each implemented using a delay line and a feedback loop. 
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Regarding claim 13, USPN631, claim 5 discloses determining the 1 st and 2 nd input signal 
are the same in respect to the setting the magnitude of the 1 st and 2 nd phase shift, therein, which 
reads on the 2 nd phase shift is complementary to the 1 st phase shift. 

Regarding claim 14, USPN631, claim 5 discloses determining the extent the 1 st and 2 nd 
input signal are the same in respect to the setting the magnitude of the 1 st and 2 nd phase shift, 
therein, which reads on the claimed limitations. 

Regarding claim 15, USPN631, claim 5 discloses the phase shifting of the 1 st and 2 nd 
input signal is accomplished by the passing the left and right rear surround input signal, 
respectively, through a 1 st and 2 nd allpass filter, and the 1 st allpass filter implemented using a 1 st 
delay line and a 1 st feedback loop and the 2 nd allpass filter implemented using a 2 nd delay line and 
a 2 nd feedback loop, with respective each feedback loop having a 1 st and 2 nd gain, adjusting the 
magnitude of the 1 st and 2 nd phase shift by adjusting the gain, which reads on the claimed 
limitations. 

Regarding claim 19 USPN631, claim 6 discloses a 1 st and 2 nd allpass filter, respectively, 
configured to phase shift the 1 st and 2 nd input signal, and a mono detection circuit, which reads 
on the 1 st and 2 nd allpass filter and a mono detection circuit. 

Regarding claim 20 USPN631, claim 6 discloses wherein the 1 st and 2 nd phase shift are 
increased as the similarity of the left and right rear surround input signal increases, which reads 
on the claimed limitation. 

Regarding claim 21 USPN631, claim 7 discloses wherein the 2 nd phase shift is 
complementary to the 1 st phase shift, which reads on wherein the 2 nd phase shift is 
complementary to the 1 st phase shift. 
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Regarding claim 22 USPN631, claim 8 discloses wherein the 1 st input signal is a left rear 
surround signal and wherein the 2 nd input signal is right rear surround signal, which reads on 
discloses wherein the 1 st input signal is a left rear surround signal and wherein the 2 nd input 
signal is right rear surround signal 

5. Claims 19 and 22 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6714652. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because each 
is drawn to filtering and decorrelating rear surround signal. 

Regarding claim 19, U.S. Patent No. 6714652, (herein, USPN652), claim 1 discloses a 1 st 
and 2 nd allpass filter, respectively, configured to phase shift the 1 st and 2 nd input signal, and a 
mono detection circuit, which reads on the 1 st and 2 nd allpass filter and a mono detection circuit. 

Regarding claim 22, USPN652, claim 1 discloses wherein the 1 st input signal is a left rear 
surround signal and wherein the 2 nd input signal is right rear surround signal, which reads on 
discloses wherein the 1 st input signal is a left rear surround signal and wherein the 2 nd input 
signal is right rear surround signal. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-2 and 10 are rejected under 35 U.S.C. 102(e) as being anticipated by Wood et 
al.,U. S. Patent No. 6009179. 

Regarding claim 1, Wood et al. (herein, Wood) discloses a method and apparatus for 
electronically embedding directional cues in two channels of sound. Wood's disclosure 
comprises phase shifting of a left and right rear surround input signal, and transforming the phase 
shifted left and right rear surround input signal, respective with HRTFs in figure 3 and col. 7, 
lines 5-55 and col. 10, lines 43-68. 

Regarding claim 2, Wood discloses everything claimed as applied above (see claim 1). 
Wood further disclose the left and right rear surround input signal as substantially the same 
signal (figure 3). 

Regarding claim 10, Wood discloses a method and apparatus for electronically 
embedding directional cues in two channels of sound. Wood's disclosure comprises phase 
shifting of a 1 st and 2 nd input signal, and decorrelated respectively, which reads on the claimed 
limitations, therein - figure 3 and col. 7, lines 5-55 and col. 10, lines 43-68. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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9. Claims 3-4 and 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Wood in view of Van Duyne, U. S. Patent No. 5748513. 

Regarding claim 3-4 and 11-12, Wood discloses everything claimed as applied above 
(see claim 1 and 10, respectively). However, Wood fails to discloses the phase shifters as allpass 
filters that are implemented with a delay line and feedback loop. 

Regarding the phase shifters as allpass filters, in a similar field of endeavor, Van Duyne 
discloses a digital filter in figure 2 having a delay line (20), gain (22) and allpass filter part (24). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the invention of Wood by implementing an allpass filter for the purpose 
convenience and producing precise phase shifts. 

9. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over by Wood. 
Regarding claims 5 and 9, Wood discloses everything claimed as applied above (see 

claim 1). However, Wood fails to discloses the left and right rear surround input signals output 
from a Pro Logic system or an AC-3 system. The examiner takes offfical notice that Pro Logic 
and AC-3 systems are well known in the art. Thus, it would have been obvious to one of the 
ordinary skill in the art at the time the invention was made to modify the invention of Wood by 
implementing the surround signal output by either a Pro Logic or an AC-3 system for purpose of 
outputting the signals via commonly used multi-channel reproduction methods. 

10. Claims 7 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Wood in view Iida et al., U. S. Patent No. 5761315. 
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Regarding claim 7 and 13, Wood discloses everything claimed as applied above (see 
claim 1 and 10, respectively). However, Wood fails to disclose the 1 st and 2 nd phase shift 
complementary to each other. 

Regarding the 1 st and 2 nd phase shift being complementary to each other, in a similar field 
of endeavor, Iida et al., (herein, Iida) discloses a surround sound processing apparatus. Iida 
disclosure comprises a phase shifter (figure 17 - reference 1 1 - col. 21, lines 7-21), wherein the 
left and right rear signals are producing having opposite phases. 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the invention of Wood by implementing the phase shifting technique of Iida 
with Wood by substituting one of the phase shifters of Wood with an opposite phase shifter for 
the purpose of the simplifying the arrangement to make it desirable. 
11. Claims 8 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Wood in view Yumoto et al., (herein, Yumoto) U. S. Patent No. 5414774. 

Regarding claim 8 and 14, Wood discloses everything claimed as applied above (see 
claim 1 and 10, respectively). However, Wood fails to disclose determining whether the left and 
right surround sound signals are the same and adjusting the phase shifters according to this 
determination. 

Yumoto discloses a circuit for controlling an audio system comprising a stereo detector 
(62), a control circuit (64), and repercussion sound circuit (24). The repercussion circuit is 
disclosed as a surround sound circuit (col. 1, line 37), wherein, when the circuit receives a signal 
(mono), which is not intended to process there exists a negative attribute, in the case, noise. 
Accordingly, Yumoto discloses that the detector (62) and the control circuit (64) can control the 



Application/Control. Number: 1 0/773,568 Page 1 1 

Art Unit: 2644 

surround sound circuit (24) in response to the typed of audio signal received, either mono or 
stereo, by disabling it (for example, adjusting the magnitude of the phase shifters (38) to zero - 
(col. 3, lines 15-31). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the invention of Wood by implementing the detection and control circuits of 
Yumoto for the purpose of avoiding a negative effect of the processing a stereo signal. 
12. Claims 19 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Wood in view Van Duyne and further in Yumoto. 

Regarding claim 19 and 22, Wood discloses phase shifters (300 and 305). However, 
Wood fails to discloses the phase shifters as allpass filters. 

Regarding the phase shifters as allpass filters, in a similar field of endeavor, Van Duyne 
discloses a digital filter in figure 2 including an allpass filter part (24). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the invention of Wood by implementing an allpass filter for the purpose 
convenience and producing precise phase shifts. Further, Wood and Van Duyne fails to 
discloses a mono detection circuit. 

Yumoto discloses a detection circuit (62). And, it would have been obvious to one of the 
ordinary skill in the art at the time the invention was made to modify the invention of Wood and 
Van Duyne by implementing the detection of Yumoto for the purpose of avoiding a negative 
effect of the processing a stereo signal. 
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13. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over by Wood in view 
Van Duyne and further in Yumoto (herein, Wood Combination). 

Regarding claim 21, Wood combination discloses everything claimed as applied above 
(see claim 19). Wood combination fails to disclose the 1 st and 2 nd phase shift complementary to 
each other. 

Regarding the 1 st and 2 nd phase shift being complementary to each other, in a similar field 
of endeavor, Iida et al., (herein, Iida) discloses a surround sound processing apparatus. Iida 
disclosure comprises a phase shifter (figure 17 - reference 1 1 - col. 21, lines 7-21), wherein the 
left and right rear signals are producing having opposite phases. 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the invention of Wood combination by implementing the phase shifting 
technique of Iida with Wood combination (Wood) by substituting one of the phase shifters of 
Wood with an opposite phase shifter for the purpose of the simplifying the arrangement to make 
it desirable. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura A. Grier whose telephone number is (571) 272-751 8. The 
examiner can normally be reached on Monday - Friday, 7:30 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sinh N. Tran can be reached on (571) 272-7564. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




jy\auM t 

Laura A. Grier 
May 16, 2005 




